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Status 

1)S Responsive to communication(s) filed on 20 August 2004 . 
2aM This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G, 213. 
Disposition of Claims 

4) 0 Claim(s) 14-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 0 Claim(s) 14^33^ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 1 21 (d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 19{a)-(d) or (f) 
a)DAII b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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3) Pa f peTNo°syMail Date Statement(S) < PTCM449 ° r PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 
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Detailed Action 



1 . This Office Action is in response to the Amendment and Response dated August 
20, 2004. Claims 1-13 are cancelled. New c.a.ms 14-33 are added and now pending. Claims 
14, 24, and 26 are independent. Submission of formal drawings is acknowledged. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

3. Claims 14-25 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

Claim 14 is rejected under 35 U.S.C. 101 because theclaimed invention is directed* 
non-statutory subject matter. Claim 14 only mentions "issuing an e.ectronic coupon" which is a 
tnval use of technology. As explained in MPEP 2106 (IV) (B)(2) (b), and MPEP 2106 (IV) 
(B)(2) (b) (i), some computer-related claim processes do not meet the "practical application 
within the technological arts" test required under 35 USC § 101 . Mere steps such as 
"transmitting electrical signals representing the results of calculations" or "displaying a 
calculation as a gray code" have been found to have failed this test. Here "issuing an electronic 
coupon", without more recitation of use of technology in other steps of the claim is 
comparable, to the transmitting of mere electrical signals or the mere displaying of codes as 
cited m the above two failing examples. I, is recommended that claim 14 be amended to recite 
at least using a computer in the step of determimng the authenticity of the coupon to overcome 
this rejection. 

Claims 1 5-23 are rejected under this section because they are dependent on claim 14 
Claims 24-25 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. The claimed coupon made up of data fi elds, is non-functional 
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descriptive material, and not a process, machine , majmfact U re.or,compositi 0 n. 0 f.matter,-and- 
therefore fails the 35 USC § 101 test. See MPEP 2106 (IV) (B)(1) (b). 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 

distinctly claiming the subject matter which the applicant regards as his invention. 



5. Claim 14-23, and 26-33 are rejected under 35 U.S.C. 112, second paragraph, 
as being incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP § 2172.01. 

Applicants disclose that the main purpose of the invention is to discourage cross- 
couponing. (Specifications at page 2, I s ' full paragraph; Amendment p. 10, 1 st full paragraph ). 
To this end the intermediary "authentication party" CCIA charges the retailer a fee which it 
passes to the issuing manufacturer (Specifications at page 7, 1« full paragraph). The fee can be 
sought and obtained from the issuing party only by a no-competing party who has obtained a 
validity certificate from the CCIA (Specifications at page 7, 3rd full paragraph). Thus the fact 
that the party seeking reimbursement and obtaining it is a non-competing party is an essential 
part of the invention. Thus the obtaining of the certificate of validity and the determination of • 
whether the honoring party is a non-competing party are essential steps that cannot be omitted 
without violating 35 U.S.C. 1 12, second paragraph. 

. Further in claim 14, it is claimed the redemption party is seeking reimbursement but the 
omitted step is to obtain reimbursement. Without it, the object of the invention has not been 
realized. 

Appropriate corrections are required. 



Clai ms 15-23 are rejected under this section because th ey are dependent on claim 
Claim 26 is rejected under this section for the same reasons as claim 14. 



14. 
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Claims 27-33 are rejected under this section because the y are depend nn Hairn 



26.- 



Claim Rejections - 35 USC § 102 

6. Previous rejections of Claims 1-3, 13 under 35 U.S.C. 102(e) as being anticipated 
by Palmer et al., US 6505,773 Bl are withdrawn as moot. 

Claim Rejections - 35 USC § 103 

7. Previous rejections of Claims 4-12 under 35 U.S.C. 103(a) as being unpatentable 
over Palmer ,n view of Scroggie et al., US 6,185541 Bl, are withdrawn as moot. 



Allowable Subject Matter 

8. Claims 14-23, and 26-33 are considered to contain allowable subject matter. 

As allowable subject matter has been indicated, applicant's rep.y must either comply with 
al. forma, requirements ( as indicated above) or specifically traverse each requirement not 
comphedwith. See37CFR 1 . 1 1 1 (b) and MPEP § 707.07(a). 

Reasons for allowance 

9. The following is an examiner's statement of reasons for allowance: 

Whereas fees charging by an intermediary e-coupons authentication party is known the 
combmation of the following steps (in bold) distinguish the invention from the prior art: ' 

Claim 14: A method for honoring electronic coupons utilizing computing equipment, 

said method comprising: 
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an issuing party issuing an electronic coupon to a custo mer: 



said customer presenting said coupon for redemption to a redemption party; 

said redemption party transmitting said coupon to an authentication party for 

authentication, said authentication party being different than said issuing party; 

said authentication party determining whether said coupon is authentic; 

said authentication party charging said redemption party a fee upon determination that 

said coupon is authentic; 

said authentication party passing said fee to said issuing party; 
said redemption party honoring said coupon from said customer, and 
upon said honoring, said redemption party seeking reimbursement of said fee from 
said issuing party. 

Claims 15-23 are allowable because they are dependent on claim 14. 

Claim 26 is allowable for the same reasons as claim 14. 

Claims 27-33 are allowable because they are dependent on claim 26. 

1 0. The closest US patent prior art reference is: 

Palmer et al., US 6505,773 Bl discloses an online coupon issuing and redemption system 
and method that receives requests for coupons from consumers, presents advertisements, and 
issues coupons to consumers electronically. The coupons are digitally signed in order to prevent 
fraud. In order to prevent further fraudulent tampering of coupons, the redemption station 
includes a tamper-protected coprocessor for performing operations on the coupons. The system 
further includes capab.lity for the redemption station to link to an issuing station for electronic 
reimbursements. 

However, Palmer, alone or in combination with any other prior art reference, fails to 
teach or suggest a third party authentication and validation component which authenticates and 
validates the redeemed electronic coupons and is not subject to the deficiencies of a cross- 
coupon honoring system by charging the redemption party, passing the fee to the issuing party 



Application/Control Number: 09/782 934 

Art Unit: 3622 ' Page6 

and allowing the redemption party to seek and obtain reimbursement of the fee from th. i«., line 
party. 



11. The closest foreign patent prior art is WO 200120527 to Beach et al. which 
discloses a shopping assistance program whereby coupons are verified at point of sales to 
conform to coupon criteria and authorized deposits are made to users' accounts. 

However, Beach et al., alone or in combination with any other prior art reference, fails to 
teach or suggest a third party authentication and validation component which authent.cates and 
validates the redeemed electronic coupons and is not subject to the deficiencies of a cross- 
coupon honoring system by charging the redemption party, passing the fee to the issuing party 
and allowing the redemption party to seek and obtain reimbursement of the fee from the issuing 
party. 



12. The closest non-patent prior art is : 

"Coupon Chaos: Plea to Stores", Super Marketing, nl014, p8(2), Mar 20, 1992 Dialog 
File 148, Record # 05896417. It discloses cross and misredemption of coupons. 

However, Coupon Chaos, alone or in combination with any other prior art reference, 
fails to teach or suggest a third party authentication and validation component which 
authenticates and validates the redeemed electronic coupons and is no. subject to the deficiencies 
of a cross-coupon honoring system by charging the redemption party, passing the fee to the 
.ssuing party and allowing the redemption party to seek and obtain reimbursement of the fee 
from the issuing party. 



Conclusion 
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